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DETAILED ACTION 
Response to Arguments 

Applicant's arguments filed 5/17/06 have been fully considered. It is noted that 
applicant failed to address the Examiner's priority date paragraph. 

Regarding the art rejections, applicant's arguments are not persuasive. The 
Examiner fails to find allowable subject matter in the claims. For example, claim 17 
claims: 

77. Orthopedic apparatus for use with a bone having a longitudinal axis the 
apparatus comprising: 

a cutting guide including a stem insertable into the bone in substantial alignment 
with the longitudinal axis; and 

at least one saw-receiving slot on the cutting guide for resecting the bone along a 
plane which is not transverse to the longitudinal axis. 

The Examiner believes this claim is simply unreasonable and that most of the prior art 
cited in this application has a stem and at least one slot for resecting bone along a 
plane which is not transverse to the axis of the bone. Turning to the rejection in view 
Whiteside et al, clearly this reference teaches a stem 60 and saw receiving slot 36A 
which is not tranverse to a longitudinal axis in a bone. Applicant is simply unreasonable. 

Regarding applicant arguments pertaining to the Johnson et al rejection, 
applicant reliance on mostly functional language is the problem. 
The MPEP states: 

21 1 4 Apparatus and Article Claims - Functional Language [R-1] 

APPARATUS CLAIMS MUST BE STRUCTUR-ALLY DISTINGUISHABLE 
FROM THE PRIOR ART 

>While features of an apparatus may be recited either structurally or 
functionally, claims< directed to >an< apparatus must be distinguished 
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from the prior art in terms of structure rather than function. >ln re 
Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 
1997) 



MANNER OF OPERATING THE DEVICE DOES NOT DIFFERENTIATE 
APPARATUS CLAIM FROM THE PRIOR ART 

A claim containing a "recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus" if the prior art apparatus 
teaches all the structural limitations of the claim. Ex parte Masham, 2 
USPQ2d 1647 (Bd. Pat. App. & Inter. 1987) 



The cutting guide of Johnson et al is fully capable of fulfilling the claimed functional 
language. Applicant is reminded the claims are directed to a device and not the method 
of using. The cutting guide as shown in figure 7, is used to make resections that slope 
inwardly along different planes in bone. As shown in figure 7, the resection made is 
generally horizontal (in a standing position), but it does not take a doctor to understand 
that the device can be used in a vertical position to meet the claimed functional 
language. The Examiner cannot state is any clearer and repeats the MPEP teaching: a 
recitation with respect to the manner in which a claimed apparatus is intended to be 
employed does not differentiate the claimed apparatus from a prior art apparatus if the 
prior art apparatus teaches all the structural limitations of the claim. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 



The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1-7, 9-15, 17-23 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Johnson et al (5,980,526). 

Johnson et al teaches a bone-conserving orthopedic apparatus, comprising: 

a cutting guide for performing a set of lateral and medial resections, the cutting 
guide including: 

first and second saw-receiving slots 100, 110. 

The apparatus is fully capable of wherein "each slot being associated with a 
respective one of the lateral and medial resections, and wherein the resections resulting 
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from the use of the slots slope inwardly along different planes from a respective outer 

medial and lateral surface." 

The apparatus is fully capable of performing the method of claims 2-6 and 9-14 
Regarding claims 7, 15, 22, and 23, the prosthetic element is interpreted as the 

wedge shaped bone with is removed and has "a set of bone-contacting surfaces". 
Stem 64. 

Claims 1-23 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Whiteside et al (5,879,393). 

Whiteside et al teaches an orthopedic apparatus for use with a bone having a 
longitudinal axis, the apparatus comprising: 

a cutting guide including a stem 60 insertable into the bone in substantial 
alignment with the longitudinal axis; and 

at least one saw-receiving slot 36A on the cutting guide for resecting the bone 
along a plane which is not transverse to the longitudinal axis. 

Regarding claim 1, see figure 1, wherein first and second slots for example 
elements 35A and 35B which wherein the apparatus can be tilted while cutting to form 
resections that slope inwardly. 

Regarding claim 9, see first and second slots 35A and 34B, for example. 

Regarding the prosthesis, see at least 3:38. 

Regarding wedge-shaped augments, see elements 77. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bruce E. Snow whose telephone number is (571) 272- 
4759. The examiner can normally be reached on Mon-Thurs. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine McDermott can be reached on (571) 272-4754. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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